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DETAILED ACTION 
Status of Claims 

Claims 1 and 27 have been amended. Claims 1-14 and 27-30 remain pending and are 
again presented for examination. 

Response to Arguments 

1 . Applicants amendments filed 26 June 2006, with respect to 35 U.S.C. 1 12, second 
paragraph, have been fully considered and are therefore withdrawn. 

2. Applicant's arguments, see pages 14-15 of the arguments, filed 26 June 2006, with 
respect to 35 U.S.C. 101 have been fully considered and are persuasive. The rejection of claims 
1-14 and 27-30 has been withdrawn. 

3. Examiner acknowledges receipt of the information sent by the Applicant in response to 
the Requirement for Information Under 37 C.F.R. § 1.105. 

4. Applicant's arguments, with respect to the Nonstatutory Double Patenting rejection, have 
been fully considered but the rejection is upheld. 

Drawings 

The drawings were received on 26 June 2006. These drawings are acceptable. 

■ *» 

Allowable Subject Matter 

5. Claims 27-30 would be allowable over the prior art of record if the claims overcome the 
35 U.S.C. 1 12 and 35 U.S.C. 101 rejections, and are therefore objected to. 
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Claim Rejections - 35 USC § 112 

6. Claims 5, 8 and 27 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

As per Claim 5 , the recitation "other cost" is vague and indefinite. It is unclear to the 
Office what other costs consists of. Appropriate correction is required in the indicated claim and 
any subsequent claims. 

As per Claim 8 , the recitation "other staff is vague and indefinite. It is unclear to the 
Office what other staff consists of. Appropriate correction is required in the indicated claim and 
any subsequent claims. 

As per Claim 27 , Claim 27 recites the limitation "the product of the number of. . ." in 
lines 4, 6 and 9. There is insufficient antecedent basis for this limitation in the claim. 
Appropriate correction is required in the indicated claim and any subsequent claims. 

Claim Rejections - 35 USC § 101 

7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 



Application/Control Number: 10/053,304 Page 4 

Art Unit: 3639 

In determining whether the claimed subject matter is statutory under 35 U.S.C. 101, a 
practical application test should be conducted to determine whether a "useful, concrete and 
tangible result" is accomplished. See AT&T Corp. v. Excel Communications, Inc., 172 F.3d 
1352, 1359-60, 50 USPQ2d 1447, 1452-53 (Fed. Cir. 1999); State Street Bank & Trust Co. v. 
Signature Financial Group, Inc., 149 F.3d 1368, 1373, 47 USPQ2d 1596, 1600 (Fed. Cir. 1998). 

An invention, which is eligible or patenting under 35 U.S.C. 101, is in the "useful arts" 
when it is a machine, manufacture, process or composition of matter, which produces a concrete, 
tangible, and useful result. The fundamental test for patent eligibility is thus to determine 
whether the claimed invention produces a "use, concrete and tangible result". The test for 
practical application as applied by the examiner involves the determination of the following 
factors" 

(a) "Useful" - The Supreme Court in Diamond v. Diehr requires that the examiner look at 
the claimed invention as a whole and compare any asserted utility with the claimed 
invention to determine whether the asserted utility is accomplished. Applying utility case 
law the examiner will note that: 

i. the utility need not be expressly recited in the claims, rather it may be inferred. 

ii. if the utility is not asserted in the written description, then it must be well 
established. 

(b) "Tangible" - Applying In re Warmerdam, 33 F.3d 1354, 31 USPQ2d 1754 (Fed. Cir. 
1994), the examiner will determine whether there is simply a mathematical construct 
claimed, such as a disembodied data structure and method of making it. If so, the claim 
involves no more than a manipulation of an abstract idea and therefore, is nonstatutory 
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under 35 U.S.C. 101. In Warmerdam the abstract idea of a data structure became capable 
of producing a useful result when it was fixed in a tangible medium, which enabled its 
functionality to be realized. 

(c) "Concrete" - Another consideration is whether the invention produces a "concrete" 
result. Usually, this question arises when a result cannot be assured. An appropriate 
rejection under 35 U.S.C. 101 should be accompanied by a lack of enablement rejection, 
because the invention cannot operate as intended without undue experimentation. 

As currently recited the claims appear to be nothing more than a series of determining 
steps, determining a variety of values, costs and uplift factors. While these steps may be useful, 
there does not appear to be any tangible result. Consequently, the claims are non-statutory for 
failing to recite a tangible result. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Feria et al, 
U.S. Patent No. 7,020,621 Bl. 
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As per Claim 1 , Feria et al. discloses a method comprising: 

- determining a user value contribution of said application as an internal user cost and 
an external user cost (C. 1, lines 10-23, C. 6, line 10 - C. 7, line 30); 

- determining an unavailability value for said application (C. 14, line 54 - C. 15, line 

4); 

determining a potential total loss value for said application (C. 17, lines 11-15); and 

- determining said net value as said total value for said application less said total IT 
budget, said internal user cost, said potential total loss, and said inflexibility (C. 1, 
lines 21-23). 

Feria et al. fails to explicitly disclose determining a breakout of said total IT budget by assigning 
a number of select cost categories therefrom and for each such cost category determining a total 
budget value; determining a breakout of staffing costs and resources by deriving a select number 
of staff function costs and combining said function designated costs to provide an IT budget 
corresponding with said total IT budget; and determining a total value for said application by 
deriving an uplift factor for said application, determining a base application value with respect to 
said internal user cost and then deriving the product of said base application value and said uplift 
factor and combining said product with said external user cost. 

However, Feria et al. discloses a variety of cost categories (labor costs, indirect and direct 
costs, etc.), which are part of an overall budget for determining the value of the application to the 
business (C.10, line 55 - C.13, line 57). Feria et al. further discloses staff costs (support and help 
desk) and resources (bandwidth and training), which are part of an overall IT budget (C. 14, line 
55 - C. 18, line 37). Furthermore, Feria et al. discloses standardizing (put under a format that 
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allows one to compare the data elements with a format that allows one to compare the data 
elements with others and do benchmarking to depict typical values for each data elements and 
metric) (C. 2, lines, 38-41). Feria et al. further discloses internal and external costs associated 
with a number of cost categories, which are used to determine an overall IT budget (C. 6, line 10 
- C. 10, line 16). The internal and external costs of Feria et al. are standardized and combined to 
form an overall IT budget (C. 10, lines 55-67). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of applicant's invention to modify the method of Feria et al. 
and include determining a number of cost categories and their associated costs in order to 
calculate an overall IT budget, because it allows a company to budget for an IT application by 
determining all their direct and indirect costs associated with implementing a new application. 

As per Claim 2 , Feria et al. discloses preparing an analysis of said at least one application 
including at least one of the group comprising; said net value, said breakout of said total IT 
budget, said breakout of staffing costs and resources, said unavailability value, said potential 
total loss value, and said inflexibility value (C. 17, lines 11-15). 

As per Claim 3-4 , Feria et al. fails to explicitly disclose determining a user value 
contribution of said application derives said internal (external) user cost as the number of internal 
(external) users of said application multiplied by the internal (external) user salary, in turn, 
multiplied by the percent of internal (external) active concurrent users. However, Feria et al. 
discloses determining the cost (salaries of end users) of users who do not perform their core role 
(C. 9, lines 35-39). Further, Feria et al. discloses the average corporate salary, support desk costs 
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per FTE (full-time equivalent) which can be used to determine the cost associated with their 
specific functions in order to determine an overall IT budget (Table 33). Therefore, it would 
have been obvious to one of ordinary skill in the art at the time of applicant's invention to 
modify the method of Feria et al. and include determining a user value by the number of users 
and their associated costs (salaries), because it provides a cost to the company of employing that 
user versus the benefit they receive from that user employing that application. 

As per Claim 5 , Feria et al. discloses determining a breakout of said information 
technology budget by assigning a number of select categories therefrom, assigns at least one said 
select category from the group consisting of; fully loaded staff cost, hardware cost, software cost, 
network cost, consulting cost, and other (C. 4, lines 43-51). 

As per Claim 6 , Feria et al. discloses determining a breakout of said information 
technology budget includes the steps of: determining internal budget splits for each said select 
category; and determining budget splits for each said select category (C. 7, lines 59-65, C. 9, 
lines 5-25, C. 13, lines 10-13). 

As per Claim 7 , Feria et al. fails to explicitly disclose determining a user value 
contribution of said application determines a said total budget value for each said cost by 
summing said internal budget splits for each said category with respective said budget splits 
corresponding therewith. However, Feria et al. discloses summing all cost category budgets 
including outsourced management fees such as strategic and tactical consulting (C. 7, lines 64- 
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65, C. 1 1, lines 49-57). Therefore, it would have been obvious to one of ordinary skill in the art 
at the time of applicant's invention to modify the method of Feria et al. and include determining 
a user value by summing all cost category costs including outsourced costs, because it allows the 
company to take into effect all the costs associated with providing the application. 

As per Claim 8 , Feria et al. fails to explicitly disclose determining a breakout of staffing 
costs and resources derives said select number of staff function costs from the function group 
comprising: senior manager staff, new development staff, maintenance development staff, 
operations staff, technical staff, and other staff However, Feria et al. discloses several staff 
function costs (support staff, help desk, accounting, etc) (C. 10, line 53- C. 12, line 21, C. 16, 
lines 50-67). Therefore, it would have been obvious to one of ordinary skill in the art at the time 
of applicant's invention to modify the method of Feria et al. and include several staff function 
costs, because it provides the a breakdown of all the staff costs associated with determining an 
overall IT budget. 

As per Claim 9-11 and 14 , Feria et al. fails to explicitly disclose determining a breakout 
of staffing costs and resources includes the step of deriving the gross cost of internal 
(outsourced) staff for each said function of said select number of staff function costs. However, 
Feria et al. discloses the total cost of support desk and outsourced management fees such as 
strategic and tactical consulting (C. 7, lines 64-65, C. 10, line 53 - C. 12, line 21). Therefore, it 
would have been obvious to one of ordinary skill in the art at the time of applicant's invention to 
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modify the method of Feria et al. and include determining an overall staff cost, because it 
provides an overall staff function cost associated with the IT budget. 

As per Claim 12 , Feria et al. fails to explicitly disclose determining a breakout of staffing 
costs and resources includes the steps of: determining the percents by cost for each said gross 
cost of internal staff for each said function by dividing each corresponding internal staff gross 
cost by said summarized internal staff gross cost; and determining the percents by cost for each 
said gross cost of staff for each said function by dividing each corresponding gross cost by said 
summarized staff gross cost. However, Feria et al. discloses determining support costs by 
dividing the total costs of support desk by the total number of hours a user works on average per 
year (C. 7, lines 56-65, C. 10-line 53 - C. 12, line 21). Therefore, it would have been obvious to 
one of ordinary skill in the art at the time of applicant's invention to modify the method of Feria 
et al. and include determining a percentage of staff costs by dividing staff costs by an overall 
staff cost, because it provides an indicator of the amount the staff cost is associated with an 
overall staff cost. 

As per Claim 13 , Feria et al. discloses determining the fully loaded cost of said internal 
and outsourced staff (C. 12, lines 36-57). Feria et al. fails to explicitly disclose determining a 
normalized value for each said gross cost of internal staff for each said function to provide 
normalized internal staff gross costs by multiplying such gross cost by the corresponding said 
percents by cost for internal staff; and determining a normalized value for each said gross cost of 
staff for each said function to provide normalized staff gross costs by multiplying said gross cost 
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by the corresponding said percents by cost for staff. However, Feria et al. discloses determining 
a support cost ratio, where the total support costs are divided by the total number of hours a user 
works on average per year, where the ratio can be used to provide an estimating guideline (C. 2, 
lines 37-42, C. 1 1, lines 34-45). Therefore, it would have been obvious to one of ordinary skill 
in the art at the time of applicant's invention to modify the method of Feria et al. and include 
standardizing the cost categories values, because it provides a benchmark in which to estimate 
the staff costs. 

Conclusion 

Examiner's Note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims below for the convenience of the applicant. Although the 
specified citations are representative of the teachings in the art and are applied to the specific 
limitations within the individual claim, other passages and figures may apply as well. It is 
respectfully requested that the applicant, in preparing the responses, fully consider the references 
in entirety as potentially teaching all or part of the claimed invention, as well as the context of 
the passage as taught by the prior art or disclosed by the examiner. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Fadey S. Jabr whose telephone number is (571) 272-1516. The 
examiner can normally be reached on Mon. - Fri. 7:30am to 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on (571) 272-6708. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Fadey S Jabr 
Examiner 
Art Unit 3639 

FSJ 

Please address mail to be delivered by the United States Postal Service (USPS) as 
follows: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or faxed to: 

(571) 273-1516 [Informal/Draft communications, labeled "PROPOSED" or "DRAFT"] 

Hand delivered responses should be brought to the Customer Service Window, Randolph Building, 401 
Dulany Street, Alexandria, VA 22314 




